
1 

UNITED STATES DISTRICT COURT  
FOR THE SOUTHERN DISTRICT OF FORDHAM 
--------------------------------------------------------------X 
THE MICHAEL JACKSON COMPANY,  : 
       : DECISION  

Plaintiff,    : and  
       : ORDER 
       : 
  v.     :         Civ. No. 09-2276 
       : 
       : 
VIDSTER, INC. and                          : 
Shaun Thompson, Mike Walsh,    : 
and Lindsey Bernstein    : 
       : 
    Defendants.  : 
--------------------------------------------------------------X 
ALEXANDER, J. 

FINDINGS OF FACT 

Shaun Thompson, Mike Walsh, and Lindsey Bernstein are all recent graduates of Baker 

High School (ÒBaker HighÓ) in Treanor County, in the State of Fordham. Treanor County 

comprises a large Metropolitan area of approximately 800,000 residents.  The county has several 

high schools, many of which are considered Òspecialty schools,Ó that cater to specific areas of study.  

Baker High is known as ÒThe School for Visual Design & Film.Ó  The schoolÕs facilities include 

production studios, video-editing rooms, and a multi-media auditorium for large-scale exhibitions.  

Students within the film production program at Baker High have regular exposure to video, lighting, 

and sound equipment.  Baker High also offers Advanced Placement courses in Film Editing and 

Production.   

During the 2006-2007 academic year, Thompson, Walsh and Bernstein were all seniors in 

Jon WomackÕs AP Film Editing class.  On October 15, 2006, Lindsey Bernstein saw a flyer 

advertising a new film contest, the ÒNew Artist Showcase,Ó on a community bulletin board in 

Downtown Treanor.  The Independent Film Channel (ÒIFCÓ), in conjunction with the Fordham 

State Patrons for the Arts, would host the contest.  The contest invited amateur filmmakers to 
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submit original works in a number of genres, including: documentary shorts, dramatic shorts, 

improvisational comedy, and music videos.  Each submission could be a maximum of 10 minutes, 

had to be postmarked by May 1, 2007, and would be judged by a panel from the IFC.  Prizes would 

be awarded in different age groups, including a $500 prize for the best video submitted by a high 

school student, and the winning videos would be shown at the Fordham Theater for the Performing 

Arts. 

Lindsey Bernstein promptly brought the flyer to the attention of her friends, Shaun 

Thompson and Mike Walsh.  The three were members of a rock band called ÒThe Under Covers,Ó 

which was famous for performing cover versions of popular songs at local music venues throughout 

Treanor County.  Their covers were known for being very theatrical, often humorous, performances 

of well-known songs.   Bernstein thought that this video contest would provide a great opportunity 

for the three to showcase their musical talent, while practicing the skills that they were learning in 

their AP Film Editing class.  Thompson and Walsh agreed. 

Bernstein, Thompson and Walsh asked their film teacher, Jon Womack, if they could use the 

schoolÕs audio-visual equipment to prepare their submission.  Mr. Womack was concerned that 

allowing students to use the school equipment for an extracurricular purpose would pose a conflict 

of interest.  Upon further consideration, however, he agreed to let the students use the equipment 

with two conditions.  First, the students would have to base their video on a Òschool-relatedÓ theme. 

Second, the same opportunity would be made available to other students in the AP Film Editing 

class.  An announcement was made during class that Baker High School would be supporting 

submissions to the ÒNew Artist ShowcaseÓ and several groups of students began preparing videos 

over the coming months.  Each student who participated in the project received extra credit towards 

his or her AP Film Editing class grade.  Before the videos were submitted to the contest in April 
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2007, Baker High School invited students and parents to their multi-media auditorium for a showing 

of all student submissions.   

The members of ÒThe Under CoversÓ had no trouble choosing a school-related theme for 

their video.  During the past academic year, a major dispute had developed between a group of 

concerned parents and the Treanor County School Board over the quality of the cafeteria food in the 

local high schools, which the parents believed was inadequate.  What began with a petition to the 

School Board soon erupted into a full-scale conflict, complete with picket lines and media coverage.  

Bernstein, Thompson, and Walsh believed the whole fight was ludicrous.  They made their music 

video, entitled ÒEat It,Ó to ridicule the on-going dispute.  

The video begins with two students sitting in the school cafeteria while the lunch ladies 

prepare meals in the background.  When the students realize what they will be eating, they quickly 

exit the cafeteria.  As the cafeteria door slams, the familiar background music from Michael 

JacksonÕs Beat It song begins.1  The music progresses, and a group of students, wearing leather 

jackets and sunglasses, begin filing out of the halls and into the school parking lot.  The lunch ladies 

follow, armed with pans of sloppy joe and mystery meat.  The groups then arrange themselves on 

opposite sides of the schoolyard, the students refusing to eat the food, and the cafeteria workers 

trying to force them to do so.  Shots of the schoolyard battleground are interspersed with shots of a 

classroom, where Lindsey Bernstein is sitting at her desk, dressed in a red leather jacket.  She sings 

about the current controversy over the cafeteria food, with the refrain, ÒEat it, just eat it.Ó  Although 

all of the lyrics are about the food and the School Board dispute, they follow the same beat and 

rhyme scheme as Michael JacksonÕs original Beat It lyrics. 

As the parking lot fight progresses, one student finds himself in the center of the scuffle, 

with his hands tied to a cafeteria worker, who is trying to force-feed him a pot of sloppy joe.  Both 

                                                
1 The parties stipulate that the background music on the Eat It piece is identical to the background music from Michael 
Jackson's Beat It work. 
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sides are encouraging the two to battle.  Suddenly, Bernstein appears in her red leather jacket and 

convinces the two warring sides to engage in a choreographed group dance, rather than fight.  The 

video ends with the students and the cafeteria workers dancing together, singing the refrain of ÒEat 

it!Ó   

 Bernstein, Thompson and Walsh submitted the video, and the IFC selected Eat It as the 

winner in the high school category of the ÒNew Artist ShowcaseÓ competition.  As winners, they 

received a collective cash prize of $500, and their video was shown at Fordham Center for the 

Performing Arts.   

The Treanor County Examiner wrote an article covering the event, and included quotes from 

several attendees regarding their reactions to the videos.  Jennifer Mahtani, a local news anchor, 

noted, ÒI was really impressed by the quality of Baker HighÕs Eat It submission.  Those kids must 

be learning real production skills at that schoolÑ the video looked professional!Ó  Jimmy Castanaro, 

a freshman at Baker High, remarked, ÒMy favorite video was Eat It. I thought it was so original and 

funny.  IÕve never seen anything like it!Ó  Sarah Surprenant, a mother in Treanor County, said, ÒI 

really enjoyed the Eat It video.  It did a great job of pointing out how silly the school lunch fight has 

become.  I was also happy to see a remake of one of my favorite videos from the 80Õs.Ó  Clearly, 

Eat It was a big hit with viewers young and old. 

Following the success of Eat It at the ÒNew Artists Showcase,Ó The Under Covers decided 

to use their video as a promotional tool for their upcoming performance at the Treanor Summer 

Concert series.  Bernstein, Thompson and Walsh got together and signed onto Vidster, a centralized 

video file-sharing website that allows users to upload and view videos.  The site reports that the 

contents of the website include a variety of home-made videos, such as stand-up routines, amateur 

musical performances, and eye witness footage.  Vidster has been in operation for over a year and 

boasts more than 200,000 members in Treanor County.  Vidster markets itself as Òa one-stop shop 
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for all of your video downloads.Ó  Through discovery, we have learned that approximately 40% of 

the videos hosted on Vidster are non-infringing, original works, while 60% of the videos on the site 

unlawfully appropriate copyrighted material. 

In addition to basic registration and customer support services, Vidster also provides an 

index that allows users to assign their videos to categories so that other viewers can find them 

easily. Vidster also posts the five most-viewed videos of the day on its homepage.  The site does not 

interfere with the user content and does not edit the video titles or descriptions. 

Vidster does not charge any money to those who upload and view the video clips.  Rather, 

Vidster derives revenue from pop-up advertisements that appear on the homepage.  Each time a user 

signs onto the Vidster homepage, a new advertisement is shown and Vidster collects money from 

the advertising companies.  It doesnÕt matter what kind of content the user plans to view; an 

advertisement will still pop up when he or she begins.  

Before utilizing the Vidster program, the three friends completed several steps to set up a 

user account.  First, they provided an email address that would be linked to their account.  Second, 

they read and signed a user agreement prohibiting the posting of copyrighted materials on the 

website.2  Third, they clicked an ÒI agreeÓ button, indicating that they had read the procedure for 

reporting instances of copyright infringement to Vidster customer service.3  Finally, they created 

their user name, ÒTheUnderCovers,Ó to register their account.   

On May 20th, Bernstein, Thompson, and Walsh posted their video on the website under the 

title ÒEat It, by The Under Covers.Ó  In the description beneath the video, Bernstein added the 

following comment:   

 

 
                                                
2 See attached ÒVidster User Copyright Agreement.Ó 
3 See attached ÒVidster Infringement Notification Procedure.Ó 
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Come to the Treanor Summer Concert Series on July 2nd to see The Under Covers live in 
concert!  Tickets are $10, and will be sold in advance and at the door. To find out more about 
us, check out the article in the Treanor County Examiner about our recent award at the “New 
Artists Showcase.”  Hope to see you at the show! 

 
 
The comment included a link to the Treanor County Examiner article describing how Eat It had 

recently won the $500 cash prize and quoting the reactions of several Treanor County residents to 

the video. 

Within the next two weeks, The Under CoversÕ show at the Treanor Summer Concert Series 

sold out completely, well ahead of schedule.   In that time, the Eat It video received more than 

100,000 hits on Vidster.  One of the visitors to the Vidster website was Michael Jackson, himself.  

He watched the video, read the accompanying article, and grew irate that high school students had 

copied his original video and music without permission or compensation, and that Vidster hosted 

the material on its website.  Jackson had worked for years developing the concept for the video, and 

now enjoys significant royalties from licensing the use of the song, the video, and his dance moves 

to others.4   

Jackson believed the Eat It video infringed his copyrighted material.   As a result, he 

contacted Darian Skeele, corporate counsel of the Michael Jackson Company, to address his 

concerns.  On June 6, 2007, in accordance with the Vidster Copyright Infringement Notification 

Procedures, Skeele emailed copyright@vidster.com to report that the Eat It video infringed Michael 

JacksonÕs copyrighted song and video.  The parties agreed that the information contained in this 

email constituted proper notice under the relevant statute, the Digital Millennium Copyright Act 

(ÒDMCAÓ).  Skeele cited the following substantial similarities as evidence of copyright 

infringement in his complaint: 

                                                
4 Michael Jackson has licensed the use of the Beat It music, video, and costumes to Alvin and the Chipmunks, Weird Al 
Yankovic, and R&B singer Ray J, among others.  These artists used Michael JacksonÕs intellectual property with 
permission, and for payment.  Michael Jackson enjoys royalties from these licensed uses and seeks to protect them.  
None of these other artists, however, are parties to this suit, nor is the substance of their uses at issue here. 
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1)  The Eat It video uses JacksonÕs original background music; 
2)  The lyrics of Eat It follow the exact same melody and rhyme scheme as the original; 
3) The refrain of  ÒEat it, just eat itÓ is almost identical to ÒBeat it, just beat it;Ó 
4) The Beat It video begins in a diner, similar to a cafeteria; 
5) The music in the Beat It video begins when the door slams, as it does in Eat It; 
6) The Beat It video involves two groups in dispute who gather in a warehouse to fight, similar 

to a parking lot; 
7) Both videos involve a scuffle between one member of each gang, with their hands tied to 

each otherÕs hands; 
8)  In both videos, the peacemaker wears a red leather jacket, sings alone in his or her room, 

then joins the group to break up the fight with a choreographed dance. 
 
Skeele provided sufficient information to prove that Michael Jackson is the holder of a valid 

copyright to the song and video.  He also provided information to enable Vidster to locate and 

remove the infringing content.  He then waited one week for a response from Vidster customer 

service.  Over this period of one week, Eat It received another 20,000 hits and became one of 

VidsterÕs five most-viewed videos of the day, earning it a prominent spot on the Vidster homepage, 

accessed by every user.   

On June 13, 2007, Skeele sent a certified letter to Vidster corporate headquarters.  The same 

day, he received a phone call from VidsterÕs copyright management department.  The executive 

from the department apologized for the confusion and explained that Vidster had changed its 

contact email to infringe@vidster.com one month prior.  Although Vidster had already registered 

this new email address with the U.S. Copyright Office, it had yet to update the customer service 

page with the new information.  Vidster took the Eat It video down on June 15, 2007 and sent a 

letter of explanation to TheUnderCovers, the registered user of the video.5   

Within two hours of receiving notification, the TheUnderCovers uploaded Eat It again.  

Upon discovering the reappearance of Eat It on the website, Vidster removed the video for a second 

time and cancelled TheUnderCoversÕ account, in accordance with its termination policy.  The 

                                                
5 See attached ÒVidster Takedown Notif icationÓ 
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following day, Bernstein set up another account under the name ÒUndercoverbandÓ and posted the 

video once again.  

 Meanwhile, Michael Jackson was participating in license negotiations with Sneebocks, a 

running shoe company in Treanor County.  Sneebocks was interested in licensing Beat It as the 

theme music for its new ad campaign, entitled ÒJust Beat It.Ó  Sneebocks learned of the growing 

popularity of the Eat It music video, and on June 20, 2007, they stopped negotiations with the 

Michael Jackson Company.  Sneebocks no longer wished to associate themselves with the song, 

thinking the controversy surrounding the video would detract from their advertising campaign.  

Accordingly, they decided to license a different song, by a different artist.   

 On June 25, 2007, the Michael Jackson Company filed suit against The Under Covers for 

copyright infringement under the Copyright Act of 1976.  They also filed suit against Vidster under 

a theory of contributory and vicarious liability for hosting the video.  Both parties were joined in the 

suit, and the Michael Jackson Company is seeking damages and injunctive relief. 

In response to the infringement claim, The Under Covers move for summary judgment, 

asserting an affirmative defense of fair use under Section 107 of the Copyright Act of 1976.  In 

response to the contributory and vicarious liability claim, Vidster also moves for summary 

judgment, contending that its service provider falls within the safe harbor protections of Section 

512(c) of the DMCA. 
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DISCUSSION 
 

I. EAT IT DOES NOT CONSTITUTE FAIR USE OF BEAT IT. 
 

This is an issue of first impression in the State of Fordham.  Plaintiff, The Michael Jackson 

Company, contends that Defendants Shaun Thompson, Mike Walsh, and Lindsey Bernstein have 

infringed on PlaintiffÕs copyright to the song and video for Beat It in violation of the Copyright Act 

of 1976.  In response to these allegations, Defendants have moved for summary judgment, asserting 

an affirmative defense of fair use.  For the following reasons, DefendantsÕ motion is DENIED. 

A.   The Law of Fair Use under the Copyright Act of 1976. 
 

Under the doctrine of fair use, individuals are authorized under certain circumstances to use 

copyrighted materials Òin a reasonable manner,Ó even without the copyright ownerÕs consent. 

Elsmere Music v. NBC, 482 F. Supp 741, 745 (S.D.N.Y. 1980).  Section 107 of the Copyright Act 

of 1976 provides a fair use defense for  Òpurposes such as criticism, comment, news reporting, 

teaching, scholarship or research.Ó  17 U.S.C. ¤ 107. The Supreme Court has recognized that parody 

is among the reasonable uses permitted under this exception. See Campbell v. Acuff-Rose Music, 

510 U.S. 569, 579 (1993).  Nonetheless, a workÕs parodical nature will not automatically shield it 

from an infringement claim.  To the contrary, the inquiry is multifaceted and fact-driven. 

Section 107 provides guidance as to when a particular work constitutes fair use.  Courts 

must examine:  (1) the purpose and character of the use; (2) the nature of the copyrighted work; (3) 

the amount and substantiality of the portion used in relation to the copyrighted work as a whole; and 

(4) the effect of the use upon the potential market value of the copyrighted work.  17 U.S.C. ¤ 107.  

No one factor is dispositive, and courts are authorized to grant more or less weight to any particular 

factor if the specific circumstances mandate such treatment. Elsmere Music, 482 F. Supp at 745. 

In the case at hand, the parties agree that Eat It is a parody of Beat It, but disagree as to 

whether the parody constitutes fair use under Section 107.  Plaintiff argues that this use is primarily 
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commercial in nature, that it does not transform the original work, that it uses more of the original 

material than necessary to create a parody, and that it interferes with Michael JacksonÕs ability to 

license derivative works.  Defendants argue that the work is primarily educational in nature, that it 

transforms the original work to make something new, that it uses no more of the original material 

than necessary to create a parody, and that it does not interfere with the marketability of the 

original.  Upon consideration of all four factors, we agree with Plaintiff that Eat It does not 

constitute a fair use of PlaintiffÕs copyrighted work as contemplated by Section 107. 

B. The purpose and character of this use is commercial and non-transformative. 
 

The purpose and character of Eat It is commercial and non-transformative.  In evaluating the 

Òpurpose and character of the use,Ó we consider whether the work was motivated by commercial or 

non-profit, educational purposes, and whether the work is ÒtransformativeÓ in nature. Campbell, 

510 U.S. at 584.  When determining whether the work is commercial in nature, we ask Òwhether the 

user stands to profit from exploitation without paying the customary price.Ó  Harper & Rowe Publ. 

Inc. v. Nation Enter., 471 U.S. 539, 562 (1985).  Eat It was made with an eye towards commercial 

gain, created as a contest submission whereby Defendants stood to win a $500.00 cash prize and 

garner free publicity for their band throughout the State of Fordham.  They again acted pursuant to 

commercial motivation when they posted the video on Vidster, where it could serve as a 

promotional tool for their band, ÒThe Under Covers.Ó  Indeed, this publicity caused The Under 

CoversÕ upcoming concert to sell out within days of the posting.  Thus, the primary motivation for 

the music video, Eat It, was commercial gain. 

Furthermore, we do not find DefendantsÕ work to be transformative, because it fails to 

further develop the original work.  In determining whether the work is transformative, we ask 

whether the new work Òadds something new, with a further purpose or different character.Ó 

Campbell, 510 U.S. at 579.  For example, the Court in Campbell v. Acuff-Rose Music, held that 2 
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Live CrewÕs ÒPretty WomanÓ was transformative because the new version criticized the earlier 

workÕs simplicity and thereby created a new work.  Campbell, 510 U.S. at 583.  However, that case 

is distinguishable from the case at bar because Eat It does not criticize the original, Beat It.  Indeed, 

we find that Eat It is more similar to the A Nightmare on My Street video in New Line Cinema v. 

Bertlesman Music Group.  The Court found that while the DJ Jazzy Jeff music video borrowed 

elements from the movie, A Nightmare on Elm Street, it was not a parody entitled to fair use 

protection because it did not offer a critical comment or a unique perspective on the original, and 

instead served more of a promotional function. New Line Cinema v. Bertlesman Music Group, 693 

F. Supp 1517, 1526 (S.D.N.Y. 1988).  Similarly, it seems that the overwhelming purpose of posting 

the Eat It video on Vidster was to promote the upcoming ÒThe Under CoversÓ concert.  It does not 

have any social value beyond this entertainment and promotional function, and does not provide any 

new perspective on the original work.  The Òtransformative qualityÓ that might entitle other 

defendants to fair use protection is absent here.    Upon an examination of these two factors, we find 

that Eat It is both commercial and non-transformative. 

C. The parties agree that Beat It is the kind of copyrighted work entitled to substantial 
protection. 

 
Due to the nature of the work, Beat It is entitled to substantial copyright protection.  The 

second factor for fair use analysis requires the court to consider the nature of the original 

copyrighted work.  Courts may consider, among other factors, whether the work was creative, 

imaginative or original. Campbell, 510 U.S. at 586.  The parties have stipulated that Michael 

JacksonÕs Beat It is the kind of creative, original work that is Òclose to the core of intended 

copyright protections.Ó Id.  at 586.  As such, this factor is not in dispute. 

D. Eat It uses more of the original material than necessary to create a parody. 

Eat It fails to satisfy the third factor of fair use analysis because it borrows more of the 

original material than necessary to create a parody.  The third factor examines whether Òthe amount 
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and substantiality of the portionÓ taken from the original work is reasonable in relation to the 

purpose of the copying.  17 U.S.C. ¤ 107.  Although a parody must be permitted to Òconjure upÓ at 

least enough of that original to enable viewers to identify the object of the humor, Campbell, 510 

U.S. at 588, courts have held that exact or near-verbatim Òwholesale copyingÓ of a protected work 

precludes application of a fair use defense. Benny v. Loews 239 F.2d 532, 536 (9th Cir. 1956).  

Although Defendants assert that their use of various aspects of Beat It was no more than necessary 

to Òconjure upÓ the original and, consequently, they did not engage in unnecessary copying, this 

court disagrees.   

Defendants engaged in direct, substantial and excessive copying for two reasons.  First, Eat It 

uses both the identical background music of the original song, and the refrain ÒEat it, just eat itÓ is 

unmistakably similar to the refrain ÒBeat it, just beat it.Ó  This kind of Ówholesale copyingÓ 

precludes reliance on the fair use defense. Benny, 239 F.2d at 536.  Second, several scenes in Eat It 

are substantially similar to those in Beat It, so similar, in fact, that one viewer commented she was 

happy to see a ÒremakeÓ of the Jackson original.  Such similarities include the setting, costumes and 

plot. Eat It is shot in a school cafeteria and parking lot, locations which are very similar in look and 

feel to the diner and warehouse featured in Beat It.  The main character in Eat It is wearing a red 

leather jacket, similar to the one worn by Michael Jackson in Beat It.  In both videos, two groups of 

people are preparing to fight until an outsider convinces them to instead join in a choreographed 

dance, a similarity that hardly seems coincidental.  While the use of some details would be 

necessary to Òconjure upÓ the video in the minds of the viewers, the amount and substantiality of the 

copying in this case precludes a fair use defense. 
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E. Eat It impairs Michael JacksonÕs ability to profit from his copyrighted work. 
 

Defendants fail to satisfy the fourth fair use factor because the production of Eat It has 

negatively affected Michael JacksonÕs ability to profit from his original copyrighted work, Beat It. 

The fourth fair use factor considers the whether the allegedly infringing work will impair the 

potential market for, or value of, the copyrighted work. 17 U.S.C. ¤107(4).  This factor limits 

reasonable copying to that which does not Òmaterially impairÓ the original ownerÕs ability to market 

his copyrighted work.  Harper & Rowe Publ. Inc., 471 U.S. at 567.  If a defendantÕs work adversely 

affects the value of any of the rights of the copyright holder, even those they have not yet exercised, 

then the fair use defense is unavailable. Bertlesman Music Group, 693 F. Supp 1528.  In the case at 

bar, Eat It interferes with Michael JacksonÕs rights as a copyright holder because it negatively 

affects the marketability of the original work and precludes marketability of similar works in the 

future.   

First, Eat It has impaired Michael JacksonÕs ability to license Beat It.  As the record shows, 

upon learning of the Eat It video on Vidster, the Sneebocks shoe company stopped negotiations 

regarding the licensing of Beat It and chose a different artist for its advertisement campaign.  This 

resulted in significant loss of potential revenue for the Michael Jackson Company.  Second, Eat It 

has interfered with his ability to earn future profit from parodies of his copyrighted work.  As the 

holder of a valid copyright, Michael Jackson alone has the right to authorize creation of new works 

based on his original work.  17 U.S.C. ¤ 106.  The success of the Eat It video shows a potential 

market exists for a parody of Michael JacksonÕs Beat It. See Metro-Goldwyn v. Showcase Atlanta 

Coop., 479 F. Supp 351, 361 (D.C. Ga. 1979) (finding that the success of the musical, ÒScarlett 

FeverÓ showed a potential market for an authorized musical of ÒGone With The Wind.Ó).  The 

profits derived from this market rightfully belong to Michael Jackson.  Eat It does not make fair use 
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of Beat It because it materially interferes with Michael JacksonÕs ability to market his original work 

and to authorize its use for the creation of new works. 

This court finds that Defendants did not make fair use of Michael JacksonÕs Beat It.  Upon 

examining the four factors of fair use analysis outlined in Section 107 of the Copyright Act, we hold 

that Eat It does not satisfy the specified criteria because it is commercial and non-transformative, 

the original is entitled to copyright protection, Eat It borrows more than necessary to Òconjure upÓ 

the original, and it unreasonably interferes with existing and potential market for the original work. 

II. VIDSTER DOES NOT QUALIFY FOR LIMITED LIABILITY UNDER  
SECTION 512(C) OF THE DIGITAL MILLENNIUM COPYRIGHT ACT. 

 
The Michael Jackson Company also claims that Vidster is contributorily and vicariously 

liable for hosting the infringing video, Eat It.  Vidster moves for summary judgment, arguing that 

its liability is limited by Section 512(c), a safe harbor provision of the Digital Millennium 

Copyright Act .  17 U.S.C. ¤ 512(c) For the following reasons, DefendantÕs motion is DENIED.  

A. The Safe Harbor Provisions of the Digital Millennium Copyright Act 
 

The Digital Millennium Copyright Act (ÒDMCAÓ) is designed Òto facilitate the robust 

development and world-wide expansion of electronic commerce, communications, research, 

development and education,Ó S. Rep. No. 105-190, at 1 (1998), by preserving copyright 

enforcement on the Internet and providing immunity from copyright infringement to service 

providers.  Title II of the DMCA outlines four Òsafe harborÓ provisions that protect qualifying 

internet service providers (ÒISPÕsÓ) from liability for all damages stemming from direct, vicarious, 

and contributory infringement, often limiting the copyright holder to injunctive relief.  The statute 

thus offers internet service providers Ògreater certaintyÉc oncerning their legal exposure for 

infringements that may occur in the court of their activities.Ó Ellison v. Robertson, 357 F.3d 1072, 

1076 (9th Cir. 2004) (citing S. Rep. 105-190, at 20).   
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To be eligible for any of the four safe harbors, an internet service provider must first meet 

three threshold conditions.  Specifically, it must:  (1) be considered a Òservice providerÓ under the 

DMCA; (2) adopt and reasonably implement a policy of termination for repeat infringers, and; (3) 

refrain from interfering with standard technical measures. Corbis v. Amazon.com, 351 F. Supp 2d 

1090, 1099 (W.D. Wash. 2004) (citing 17 U.S.C. ¤512(i)).  If all threshold conditions are met, the 

internet service provider may then attempt to demonstrate that it qualifies for one of the DMCAÕs 

safe harbor provisions.  Both parties stipulate that Vidster meets the threshold conditions of the 

DMCA. 

In addition to the threshold conditions, an internet service provider must also fit within one 

of four safe harbor provisions outlined in Section 512.  Vidster asserts that it qualifies under Section 

512(c), while The Michael Jackson Company contends that it does not.  This court finds that 

Vidster has failed to meet any of the necessary conditions articulated in Section 512(c), and 

therefore is not granted safe harbor under the DMCA.  

B. Vidster fails to meet any of the requirements of the Subsection C Safe Harbor 
 

Vidster fails to satisfy the requirements for safe harbor under Section 512(c).  Under this 

provision, liability is limited if infringing materials are posted on the website by the users, rather 

than the provider, itself. 17 U.S.C. ¤ 512(c).  To qualify under Section 512(c), Vidster must first 

show that it did not have actual knowledge that the system contained infringing materials.                

¤ 512(c)(1)(A).  Second, Vidster must show that it either did not have the right and ability to control 

the infringing activity, or that it did have the right and ability to control such activity but did not 

receive a financial benefit. ¤ 512(c)(1)(B).  Finally, Vidster must show that it responded 

expeditiously to remove or disable access to the allegedly-infringing material.  ¤ 512(c)(1)(C).  For 

the reasons discussed below, this court finds that Vidster failed to meet any of the above 

requirements. 
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1. Vidster had actual knowledge of the infringing activity. 

Vidster fails to show that it lacked actual knowledge that infringing material was posted.  

Actual knowledge may be inferred from the receipt of proper written notice from the copyright 

owner of potentially infringing activity. Corbis, 351 F. Supp 2d at 1107.  Under the DCMA, the 

service provider may attempt to refute this knowledge by showing that the notice failed to 

substantially comply with the DMCAÕs notice requirements. Id.  However, the parties agree that the 

both the email and the letter sent by The Michael Jackson Company constituted proper notice.  

Consequently, Vidster had actual knowledge of the infringing activity.   

2. Vidster received a direct financial benefit from the infringing activity, and 
has the right and ability to control such activity. 

 
Vidster fails to satisfy the second criterion because it had the right and ability to control the 

posting of Eat It, and it received a direct financial benefit from the hosting of the material.   

First, Vidster has the Òright and ability to controlÓ the posting of material on its website.  In 

assessing Òright and ability to control,Ó courts examine whether the ISP has Òthe opportunity to 

inspectÓ the infringing content, Hendrickson v. EBay, 165 F Supp 2d 1082, 1094 (D.C. Cal. 2001), 

and whether the ISP Òcontrols and patrolsÓ the material.  A&M v. Napster, 239 F.3d 1004, 1023 

(9th Cir. 2001).  Vidster has the ability to inspect every video uploaded onto its site.  All of the 

infringing content is in plain view, organized into a Vidster-created indexing system.  This indexing 

system allows Vidster to easily search for infringing material.  See e.g. Napster, 239 F.3d at 1024 

(finding that NapsterÕs ability to locate infringing material listed on its search indices was a way of 

ÒcontrollingÓ the presence of infringing content.). Moreover, Eat It was posted on the Vidster 

homepage, indicating the ease with which Vidster could have removed the infringing material.  

These facts demonstrate that Vidster had the right and ability to control the content on its website.   

Second, Vidster received a direct financial benefit from the infringing activity.  To 

determine if an ISP receives direct financial benefit from the infringing activity, courts consider 
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whether the availability of infringing material acts as a ÒdrawÓ for users.  Napster, 239 F. 3d at 

1023.  Infringing content acts as a ÒdrawÓ for Vidster users.  Sixty percent of the material on 

Vidster is infringing material, suggesting that the primary goal of the website is to promote 

infringement.  Additionally, Eat It in particular acted as a draw for viewers, attracting more than 

120,000 of VidsterÕs 200,000 users.  The accessibility to infringing material resulted in a financial 

benefit when users were drawn to the site.   

Vidster profited from the infringing material hosted on its website.  Although Vidster does 

not charge users a registration fee to access and upload content onto the site, Vidster profits when 

third-parties pay to advertise on its website.  Each time a user logs on to the website, an 

advertisement appears on the Vidster homepage. Because advertisers pay Òper pop-up,Ó VidsterÕs 

revenues increase as more users view the website.  Not only does Vidster draw customers to its site 

with the opportunity to access infringing material, it receives a direct financial benefit from users 

viewing such content. 

3. Vidster did not respond expeditiously to remove the infringing material. 

Vidster fails the third requirement for safe harbor under Section 512(c) because it did not 

respond ÒexpeditiouslyÓ to remove the infringing content.  The time-frame for removing the content 

is triggeredÓ upon receiving notification of the claimed infringement,Ó at which point the internet 

service provider must act promptly to remove the potentially infringing material.  17 U.S.C. 

¤512(c)(3).  While there is presently no clear judicial authority on the speed of reaction that 

qualifies as ÒexpeditiousÓ under the DMCA, Congress noted that Òthe factual circumstances and 

technical parameters may vary from case to case, it is not possible to identify a uniform time limit 

for expeditious action.Ó  Sen. Rep. No. 105-190 at 44-45 (1998). 

  Generally, ÒexpeditiousÓ is defined as Òacting promptly and efficiently.Ó WEBSTERÕS 

DICTIONARY, 437 (9th ed. 1988).  In this case, Darian Skeele first sent notification to Vidster on 
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June 6, however, the video was not actually taken down until June 15.  During this period, the video 

received more than 20,000 hits and was prominently located on the websiteÕs homepage.  Had 

Vidster acted more promptly in the elimination of the content, such illegal and unnecessary 

exposure could have been curtailed.    

Although Vidster may contend that they did not receive notice until June 13, and thus, they 

acted expeditiously by removing the video within two days, this court should judge VidsterÕs 

conduct according to the first attempt at notification.  While Vidster did not receive the June 6 

email, and consequently did not have actual notice until seven days later, this time lag resulted from 

its own unreasonable email practices.  Vidster changed its email address from 

copyright@vidster.com to infringe@vidster.com without updating its user agreements or 

configuring the old email address to forward to the new one.  This negligence resulted in VidsterÕs 

failure to expeditiously respond to notification of infringement.  This negligence should not shield 

Vidster from liability.  Because we find that VidsterÕs nine-day delay in removing the infringing 

content does not qualify as expeditious, we hold that Vidster does not meet the requirements of 

Section 512(c)(3). 

This court finds that Vidster does not qualify for safe harbor protection under Section 512(c) 

because it had actual knowledge of infringing activity, had the right and ability to control the 

infringing content, received direct financial benefit from such content, and failed to expeditiously 

remove the infringing content. 
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CONCLUSION 

 Based on the foregoing, it is therefore ORDERED as follows: 

1. Bernstein, Thompson and Walsh are not entitled to the defense of fair use against Michael 

JacksonÕs claim of copyright infringement. 

2. Vidster is not entitled to safe harbor protection under Section 512(c) Digital Millennium 

Copyright Act.   

SO ORDERED AND ENTERED. 
 

Dated:  July 21, 2007 

      ______________________________________ 
      ALEXANDER, J. 
      Southern District Court for the State of Fordham 
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UNITED STATES COURT OF APPEALS 
FOR THE FOURTEENTH CIRCUIT 
--------------------------------------------------------------X 
VIDSTER, INC. and                           : 
Shaun Thompson, Mike Walsh,    : 
and Lindsey Bernstein,    : 
       : DECISION  

Appellants,    : and  
       : ORDER 
       : 
  v.     :         Civ. No. 09-1327 
       : 
THE MICHAEL JACKSON COMPANY,  : 
       : 
       : 
    Appellee.  : 
--------------------------------------------------------------X 
Before FEIN, Chief Judge, MCELHENNY, PLOTNICK, and ABEYTA, Circuit Judges. 
 
FEIN, C.J. 
 
 

The parties below have stipulated to an immediate appeal of the denial of Defendants' 

motions for summary judgment pursuant to 28 U.S.C. ¤ 1292(b) on the ground that the decision of 

the district court below concerns one or more Òcontrolling questions of lawÓ and that an immediate 

appeal Òmay materially advance the ultimate termination of the litigation.Ò  We have, therefore, 

agreed to accept the appeal on an interlocutory basis. 

This is an appeal from an order by the United States District Court for the Southern District 

of Fordham denying DefendantsÕ motion for summary judgment based on a defense of fair use.  The 

district court also denied DefendantsÕ motion for summary judgment to limit their liability under 

Section 512(c) of the Digital Millennium Copyright Act.  For the reasons set forth below, we now 

reverse both findings of the district court. 
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DISCUSSION 
 

I. DEFENDANTS ARE ENTITLED TO A FAIR USE DEFENSE. 
 
Shaun Thompson, Mike Walsh, and Lindsey Bernstein have appealed the judgment of the 

Court of the Southern District of Fordham, in which their motion for summary judgment, based on a 

fair use defense to copyright infringement, was denied.  For the following reasons, the district court 

opinion is REVERSED.  

The principle of fair use allows individuals the ÒprivilegeÓ of using copyrighted works in a 

Òreasonable mannerÓ without the prior consent of the copyright owner. Elsmere Music v. NBC, 482 

F. Supp 741, 745 (S.D.N.Y. 1980).  Fair use analysis requires examination of four criteria: (1) the 

purpose and character of the use; (2) the nature of the copyrighted work; (3) the amount or 

substantiality of the portion used in relation to the copyrighted material of the work as a whole, and; 

(4) the effect of the use upon the potential market for or value of the copyrighted work. 17 U.S.C. ¤ 

107.  Both parties agree that Michael JacksonÕs Beat It is the kind of original and creative work 

worthy of fair use protection.  Our inquiry will, therefore, only concern the other three factors of the 

fair use analysis.  Upon consideration of these factors, this court finds that Eat It qualifies as fair use 

of the original, copyrighted material as contemplated by Section 107. 

A.   The purpose and character of the use is educational and transformative. 
 
Eat It satisfies the first factor of fair use analysis because Defendants used the original work 

for educational and transformative purposes.  In evaluating the purpose and character of the use, this 

court should first consider whether the motivation for the work is for commercial or non-profit, 

educational purposes. Campbell v. Acuff-Rose Music, 510 U.S. 569, 584 (1993).  We find 

overwhelming evidence that this video was made primarily for educational purposes, by a group of 

high school students.  First, the video was created on school premises, used school equipment and 

resources, and focused on Òschool relatedÓ issues.  Second, Defendants are all students who were 
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enrolled in an AP Film Editing class, and who received extra credit for their work on the 

submission.  Third, the video was shown along with other student submissions at a Baker High 

School assembly.  For these reasons, we find that the purpose of Eat It was primarily educational in 

nature. 

Furthermore, we find DefendantsÕ work to be transformative, because it uses the original 

work to create something new.  In evaluating the ÒtransformativeÓ nature of the work, courts 

examine whether the work Òadds something new, with a further purpose or different character.Ó 

Campbell, 510 U.S. at 579.  Contrary to the district courtÕs finding, the comment or criticism of a 

parody need not relate back to the original work to be considered fair use.  In Berlin v. E. C. 

Publishers, for example, the song, "The First Time I Saw Maris" was found to be fair use of the 

copyrighted song,  ÒThe Last Time I Saw Paris,Ó even though the substance of the parody did not 

reference the original. Berlin v. E.C. Publs., 329 F.2d 541, 543 (2d Cir. 1964).  The court 

recognized that Òthe theme and content differed markedly from the originalÓ and did not attempt to 

comment on the original work, but still found that the parodist had ÒtransformedÓ the work. Id. at 

543.  Similarly, Eat It borrows the melody and themes from Michael JacksonÕs Beat It and deftly 

uses them to critically comment on something else: the current dispute in Treanor County 

concerning the school lunch program.  This commentary adds something new and has social value.  

Eat It is, therefore, transformative in nature even though it does not comment directly on the 

original work. 

B.   Eat It uses only what is necessary to create a parody. 
 
Eat It satisfies the third factor of fair use analysis because it borrows only what is necessary 

for the viewers to recognize the original Beat It as the object of the parody, and makes numerous 

changes that distinguish it from Beat It.  The third factor examines whether Òthe amount and 

substantiality of the portionÓ taken from the original work is reasonable in relation to the purpose of 
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the copying. 17 U.S.C. ¤ 107.  This court finds that Eat ItÕs use of the original is reasonable for two 

reasons.  First, Eat It incorporates only what is necessary to remind the viewer of the original.  The 

videoÕs use of melody, themes, and costumes from the original Beat It video was not more than 

necessary to Òconjure upÓ the original for the sake of parody.  Campbell, 510 U.S. at 588.  Even if 

brief phrases of the original lyrics are occasionally injected into the parody, this practice is needed 

to Òconjure upÓ and expand upon the original. Berlin, 329 F.2d at 545.  Eat It copied only what was 

necessary to remind the viewers of the old version, nothing more. 

Second, Defendants made many changes that distinguish Eat It from the Michael Jackson 

original.  While the district court focuses on the similarities between the two videos, it ignores the 

many substantial differences.  First, all of the lyrics of Eat It are about cafeteria food.  While 

echoing familiar lines from the original version, the substance of the Eat It lyrics is completely 

distinct.  Second, the setting in Eat It is substantially different from that in the original. The entire 

video is set in various locations around the school, such as the cafeteria, the school parking lot and 

the classroom, while the Michael Jackson original took place in a diner and warehouse.  Third, the 

fight in this video is between students and lunch ladies, not rival gangs.  These alterations are salient 

to our analysis. Because Eat It took no more than necessary to parody the original, and because it 

made significant alterations to Beat It, Eat It is satisfies the third fair use criteria.  

C.   Eat It does not serve as a market replacement for the original. 
 

Defendants satisfy the fourth factor of fair use analysis because Eat It does not interfere with 

Michael JacksonÕs ability to profit from his original work.  In examining this factor, this court 

should assess Eat ItÕs effect Òupon the potential market for or value ofÓ Beat It. 17 U.S.C. ¤17(4).  

The factor limits reasonable copying to that which does not Òmaterially impairÓ the original ownerÕs 

ability to market his copyrighted work. Harper & Rowe Publ. Inc., v. Nation Enter., 471 U.S. 539, 

567 (1985).  This Court finds that Eat It will have little, if any, effect on the marketability of 
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Michael JacksonÕs original   Indeed, The Under CoversÕ creation of Eat It has neither the intent nor 

the effect of fulfilling the demand for the original.  See Elsmere, 482 F. Supp at 747.  Beat It is a 

popular song from the 1980Õs that had a substantial following among pop rock fans.  Eat It is a song 

that is popular primarily with high school students in Treanor County, many of whom may have 

never even heard the Michael Jackson original.  In fact, one Baker High School student was quoted 

as saying that he thought the video was ÒoriginalÓ and he had Ònever seen anything like it!Ó  If it has 

any effect, this parody will serve to promote interest in the original, which would otherwise 

continue its fade into obscurity.  In addition, because the parody uses just enough to conjure up the 

original, it is unlikely that anyone will confuse the two versions, and therefore, it is not a market 

replacement.  Eat It satisfies the fourth factor of the fair use analysis because it does not interfere 

with Michael JacksonÕs ability to market his original work.  

 This court finds that Defendants did make fair use of Michael JacksonÕs Beat It.  Upon 

examining the four factors of fair use analysis outlined in Section 107 of the Copyright Act, we find 

that even though Beat It is a work worthy of copyright protection, Eat It constitutes fair use because 

its purpose is educational and transformative, it only copies enough to conjure up the original, and it 

does not interfere with the potential market for Michael JacksonÕs original.   

II. VIDSTER IS ENTITLED TO SAFE HARBOR PROTECTION UNDER 
SECTION 512(C) OF THE DIGITAL MILLENNIUM COPYRIGHT ACT. 

 
Defendants appeal the judgment of the Court of the Southern District of Fordham, which 

denied DefendantsÕ summary judgment motion.  Defendants moved for summary judgment based 

on Section 512(c), a safe harbor provision of the Digital Millennium Copyright Act.  For the 

following reasons, the district court opinion is REVERSED. 
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A. The policy underlying the Digital Millennium Copyright Act safe harbor provisions. 

Through the creation of the Digital Millennium Copyright Act, Congress hoped to afford 

service providers Ògreater certaintyÉc oncerning their legal exposure for infringements that may 

occur in the course of their activities.Ó  Ellison v. Robertson, 357 F.3d 1072, 1076 (9th Cir. 2004) 

(citing S. Rep. 105-190, at 20).  Our ruling today upholds CongressÕ intent by delineating the scope 

of liability for internet service providers in this growing age of technology, file-sharing and web 

hosting.  It is within the spirit of the DMCA and the scope of existing precedent to extend safe 

harbor protections to service providers like Vidster. 

The parties agree that Vidster meets the threshold requirements of the DMCA.  The focus of 

our inquiry, therefore, will be whether Vidster qualifies under Section 512(c) of the DMCA.  While 

the District Court found that Vidster did not qualify for such safe harbor protection, this court 

respectfully disagrees. 

B.  Vidster qualifies for safe harbor protection under Section 512(c) of the DMCA. 
 

Vidster is entitled to DMCA safe harbor protection under Section 512(c) because the 

information residing on its system is user-controlled.  17 U.S.C. ¤ 512 (c).  To qualify for safe 

harbor under Section 512(c), first, Vidster must show that it did not have actual knowledge that the 

system contained infringing materials, or that upon gaining actual knowledge it responded 

expeditiously to remove or disable access to such material. Corbis v. Amazon, 351 F. Supp 2d 1090. 

1106 (W. D. Wa. 2004). Second, Vidster must show that it either lacked the right and ability to 

control the activity, or that it had the right and ability to control the activity but did not receive a 

direct financial benefit. Id. at 1108. This court holds that Vidster meets the requirements of Section 

512(c). 
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1. Vidster had actual knowledge of infringing activity, but acted expeditiously 
to remove it. 

 
Although Vidster had actual knowledge of the infringing activity, it still qualifies for safe 

harbor because it acted expeditiously to remove the infringing content.  When a copyright holder 

notifies an ISP of copyright infringement, this notice is evidence of the ISPÕs actual knowledge.  

Corbin v. Amazon, 351 F. Supp. 2d 1090, 1107 (W. D. Wa. 2004).  Courts assess whether the ISPÕs 

actions from the time it obtained actual knowledge to the time it removed the infringing material 

were expeditious.  17 U.S.C. ¤ 512(c)(A)(iii) (emphasis added).  The district court erred when it 

held that SkeeleÕs June 6 email gave Vidster actual knowledge and that VidsterÕs removal of Eat It 

did not qualify as expeditious.  This court finds that Vidster obtained actual knowledge of the 

infringing activity on June 13 and that its subsequent removal of the material was expeditious. 

First, Vidster did not have Òactual knowledge of infringing activityÓ until its receipt of 

Darian SkeeleÕs letter on June 13.   Moreover, the district court erred when it imputed knowledge as 

of June 6, predicated on the assertion that VidsterÕs change of email address was Ònegligent.Ó  

Vidster was not negligent for a number of reasons.  First, Vidster had already registered its new 

email address with the Copyright Office, and had simply failed to update the notification 

instructions.  Second, Vidster failed to retrieve email messages over only a one-month period.  

Third, Vidster still provided a valid mailing address where users could register complaints.  Rather 

than impute knowledge on June 6, we choose to follow the language of the statute and, thus, hold 

that Vidster did not have actual knowledge of the infringement until June 13.   

Second, Vidster acted expeditiously to remove the allegedly infringing content once proper 

notice was received on June 13.  This court agrees with the district courtÕs assessment that there is 

no clear judicial authority regarding what constitutes an ÒexpeditiousÓ response, and their assertion 

that we must use evidence of Congressional intent and the lay definition of ÒexpeditiousÓ to make a 

determination.  Upon learning that the potentially infringing video, Eat It, had been posted on its 
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website, Vidster removed the content within two days.  When the video was uploaded the following 

day under the same user name, Vidster immediately removed the material once again and cancelled 

the userÕs account.  VidsterÕs initial response to the complaint was expeditious, and its repeated 

removal of the infringing content and cancellation of the user account demonstrates an efficient 

implementation of its termination policy.  Hence, notwithstanding VidsterÕs knowledge of the 

infringing activity, its expeditious response in removing the content preserves its eligibility for safe 

harbor under Section 512(c). 

2. Vidster does not have the right and ability to control the infringing content, 
and does not receive a direct financial benefit from such content. 

 
Vidster is eligible for safe harbor protection under Section 512(c) because it did not have the 

right and ability to control the infringing content, nor did it receive a direct financial benefit from 

the infringing content.  In assessing right and ability to control, courts examine whether an ISP 

Òcontrol[s] and patrol[s]Ó the material on the site.  Napster, 239 F.3d at 1024.  Vidster is almost 

wholly user-controlled.  Registered users upload video content, and search and view videos at their 

own discretion.  Vidster does not monitor the videosÕ content or edit the videosÕ titles or comments.  

Though it provides categories which enable users to index their own videos, it does not catalog the 

videos for the subscribers.  Therefore, Vidster does not control and patrol its website.  

VidsterÕs ability to remove videos following a complaint of alleged infringement does not 

mean it controls and patrols the material on its website.  Many courts have held that an ISPÕs control 

and patrol power must be something more than a mere ability to remove posted materials.  

Hendrickson v. EBay, 165 F Supp 2d 1082, 1093 (D.C. Cal. 2001).  Congress would not have 

intended for service providers to lose their immunity simply because they removed infringing 

content, as this would contravene the very policy behind the statute. Id. at 1093- 94.  Vidster should 

not be said to control and patrol its site merely because it has the ability to properly remove 
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infringing content.  This court refuses to hold Vidster liable based on a key function of the DMCA Ð 

removal of infringing material. 

Moreover, Vidster receives no direct financial benefit from the infringing activity.  In 

assessing whether an ISP benefits directly from infringing content, the court must assess whether 

the availability of infringing material Òacts as a drawÓ for customers.  Napster, 239 F.3d at 1023.   

This is not a case where a service providerÕs only purpose is to provide access to videos that 

infringe valid copyrights.  See contra. Metro-Goldwyn-Mayer v. Grokster, 545 U.S. 913, 922 

(2005) (finding that nearly 90% of the content available on the website was infringing).  To the 

contrary, 40% of the content on Vidster is non-copyrighted.  This material acts as a legitimate 

ÒdrawÓ for Vidster users, and contributes substantially to the advertising revenue.  While the 

availability of infringing content may act as an added benefit, there is no indication that this content 

acts as a ÒdrawÓ for Vidster users.  Because Vidster does not have the right and ability to control the 

infringing content, and it receives no direct financial benefit from the infringing activity, Vidster 

qualifies for safe harbor under 512(c). 

This court finds that Vidster qualifies for safe harbor protection under Section 512(c) 

because it expeditiously removed the infringing content once it had actual knowledge, and because 

it neither has the right and ability to control the infringing activity, nor receives a direct financial 

benefit from such infringing content. 



29 

CONCLUSION 

 Based on the forgoing, it is therefore ORDERED that: 

1. The district courtÕs denial of Bernstein, Thompson and WalshÕs motion for Summary 

Judgment is REVERSED.  We find that their video, Eat It, is covered under the Fair Use exception 

to the Copyright Infringement Act of 1976. 

2. The district courtÕs denial of VidsterÕs motion of Summary Judgment is REVERSED.    

We further find that Vidster qualifies for safe harbor protection under the Digital Millennium 

Copyright Act. 

SO ORDERED AND ENTERED. 

Dated:  August 21, 2007 

     ______________________________________ 
     FEIN, J. 
     United States Court of Appeals for the Fourteenth Circuit 
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SUPREME COURT OF THE UNITED STATES OF AMERICA 
---------------------------------------------------------------X 
THE MICHAEL JACKSON COMPANY,  : 
       :   
   Petitioner,    : DECISION 
       : and 

v.    : ORDER 
       : 
       : Civ. No. 09-8113   
VIDSTER, INC.  and                          : 
Shaun Thompson, Mike Walsh,    : 
and Lindsey Bernstein    : 
       : 
       : 
   Respondents.   : 
---------------------------------------------------------------X 
ON PETITION FOR A WRIT OF CERTIORARI to the Supreme Court of the United States of 
America, No. 09-8113 
 
 ON CONSIDERATION of the Petition for a Writ of Certiorari herein to the Supreme Court 
of the United States of America. 
 
 IT IS SO ORDERED by this Court that the said Petition be, and the same is hereby granted 
in order that this Court may consider the following questions raised by the parties: 
 
1. Whether RespondentÕs music video Eat It qualifies as fair use of PetitionerÕs copyrighted 

material. 
 
2.        Whether Respondent service provider qualifies under the safe harbor protections of Section 

512(c) the Digital Millennium Copyright Act.  
 
Dated: October 14, 2007 
 
 

           
        /s/____________________________ 

        Logan Clare, Clerk  
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APPENDIX II6 
Vidster User Copyright Agreement 

 
Welcome New User!   
 
Before your account is activated, please read the following user 
agreement about copyright infringement on Vidster. 
 
Post Your Original Work! 
 
The way to ensure that your video doesn't infringe someone else's 
copyright is to use your skills and imagination to create something 
completely original. It could be as simple as taping some of your friends 
goofing around, and as complicated as filming your own short movie with 
a script, actors, and the whole works. If it's all yours, you never have to 
worry about the copyright—you own it! Make sure to follow the other 
guidelines in the terms of use, too. 
 
Be sure that all components of your video are your original creation—
even the audio portion. For example, if you use an audio track of a 
sound recording owned by a record label without that record label's 
permission, your video is infringing the copyrights of others, and we will 
take it down as soon as we become aware of it. 
 
Commercial Content Is Copyrighted 
 
The most common reason we take down videos for copyright 
infringement is that they are direct copies of copyrighted content and the 
owners of the copyrighted content have alerted us that their content is 
being used without their permission. Once we become aware of an 
unauthorized use, we will remove the video promptly. That is the law. 
 
Some examples of copyrighted content (although not all) are: 
 
    * TV shows 
    * Music videos 
    * Videos of live concerts 
    * Movies and movie trailers 
    * Commercials 

                                                
6 This user agreement was adapted from information provided by Youtube.com to educate their users about the 
consequences of copyright infringement. 
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What Will Happen If You Upload Infringing Content? 
 
Anytime we become aware that a video or any part of a video on our site 
infringes the copyrights of a third party, we will take it down from the 
site. We are required to do so by law. If you believe that a video on the 
site infringes your copyright, send us a copyright notice and we will take 
it down. If you believe that we have removed a video that you uploaded 
in error and that you are the copyright owner or have permission, you 
can file a counter notice and let us know. If you repeatedly post 
infringing content, your account will be terminated. This is also a 
requirement of the law. 
 
Using Some Copyrighted Content in Your Videos 
 
While videos that are direct copies of someone else's content are clear 
copyright violations, there are certain very limited circumstances in 
which the use of very short clips of a copyrighted video or song may be 
legal even without permission. This is known as the fair use principle of 
copyright law. 
 
To determine whether a particular use of a short clip of a copyrighted 
video or song qualifies as a "fair use," you need to analyze and weigh 
four factors that are outlined in the U.S. copyright statute. 
Unfortunately, the weighing of these four factors is often quite subjective 
and complex, and for this reason, it's often difficult to determine whether 
a particular use is a "fair use." If the copyright owner disagrees with your 
interpretation of fair use, the copyright owner may choose to resolve the 
dispute in court. If it turns out that your use is not a fair use, then you 
are infringing the copyrights of the owner and you may be liable for 
monetary damages. 
 
If you would like to learn more about the principle of fair use, below are 
a few links to websites that discuss it. Please remember, however, that 
your decision about whether and how to exercise your fair use rights is 
solely yours, and we at Vidster bear no responsibility for your decision. 
 
 
Click Here To Accept:      “I accept Vidster’s copyright policy” 
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APPENDIX III7 
Vidster Infringement Notification Procedure 

 
To file a copyright infringement notification with us, you will need to send a written 
communication that includes substantially the following (please consult your legal counsel 
or see Section 512(c)(3) of the Copyright Act to confirm these requirements): 
 
   1. A physical or electronic signature of a person authorized to act on behalf of the owner 
of an exclusive right that is allegedly infringed. 
   2. Identification of the copyrighted work claimed to have been infringed, or, if multiple 
copyrighted works at a single online site are covered by a single notification, a 
representative list of such works at that site. 
   3. Identification of the material that is claimed to be infringing or to be the subject of 
infringing activity and that is to be removed or access to which is to be disabled, and 
information reasonably sufficient to permit the service provider to locate the material. 
Providing URLs in the body of an email is the best way to help us locate content quickly. 
   4. Information reasonably sufficient to permit the service provider to contact the 
complaining party, such as an address, telephone number, and, if available, an electronic 
mail address at which the complaining party may be contacted. 
   5. A statement that the complaining party has a good faith belief that use of the material 
in the manner complained of is not authorized by the copyright owner, its agent, or the law. 
   6. A statement that the information in the notification is accurate, and under penalty of 
perjury, that the complaining party is authorized to act on behalf of the owner of an 
exclusive right that is allegedly infringed. 
 
Such written notice should be sent to our designated agent as follows: 
 
DMCA Complaints 
Vidster, Inc. 
1000 Diller Road 
Second Floor 
Treanor County, Fordham 10002 
Fax: 212-555-1234 
Email: copyright@vidster.com 
 
Click Here To Accept:       “I accept Vidster’s notification procedure” 

                                                
7 This infringement notif ication procedure was adapted from the information provided by Youtube.com and is in 
accordance with the requirements of the DMCA. 
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APPENDIX IV 

Vidster Takedown Notification 
 

      
 

          June 15, 2007 
 
 
Dear TheUnderCovers: 
 
This is to notify you that we have removed or disabled access to the following 
material as a result of a third-party notification by The Michael Jackson Company 
claiming that this material is infringing: 
 
“Eat It,” By The Under Covers: (http://www.vidster.com/watch?v=a4uC2) 
 
Please Note: Repeat incidents of copyright infringement will result in the deletion of 
your account and all videos uploaded to that account.  
 
In order to avoid future strikes against your account, please delete any videos to 
which you do not own the rights, and refrain from uploading additional videos that 
infringe on the copyrights of others.  
 
For more information about Vidster's copyright policy, please read the  
"Copyright Tips" guide: http://www.vidster.com/t/howto_copyright. 
 

 
Sincerely, 

 
      Vidster DMCA Complaint Board 
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APPENDIX V 

 
17 U.S.C. § 106 
 
Exclusive rights in copyrighted works 
 
Subject to Sections 107 through 122, the owner of copyright under this title has the exclusive rights 
to do and to authorize any of the following: 
 
(1) to reproduce the copyrighted work in copies or phonorecords; 
 
(2) to prepare derivative works based upon the copyrighted work; 
 
(3) to distribute copies or phonorecords of the copyrighted work to the public by sale or other 
transfer of ownership, or by rental, lease, or lending; 
 
(4) in the case of literary, musical, dramatic, and choreographic works, pantomimes, and motion 
pictures and other audiovisual works, to perform the copyrighted work publicly; 
 
(5) in the case of literary, musical, dramatic, and choreographic works, pantomimes, and pictorial, 
graphic, or sculptural works, including the individual images of a motion picture or other 
audiovisual work, to display the copyrighted work publicly; and 
 
(6) in the case of sound recordings, to perform the copyrighted work publicly by means of a digital 
audio transmission. 
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APPENDIX VI 
 
17 U.S.C. § 107 
 
Limitations on exclusive rights: Fair use 
 
Notwithstanding the provisions of Sections 106 and 106A, the fair use of a copyrighted work, 
including such use by reproduction in copies or phonorecords or by any other means specified by 
that section, for purposes such as criticism, comment, news reporting, teaching (including multiple 
copies for classroom use), scholarship, or research, is not an infringement of copyright. In 
determining whether the use made of a work in any particular case is a fair use the factors to be 
considered shall includeÑ  
 
(1) the purpose and character of the use, including whether such use is of a commercial nature or is 
for nonprofit educational purposes; 
 
(2) the nature of the copyrighted work; 
 
(3) the amount and substantiality of the portion used in relation to the copyrighted work as a whole; 
and 
 
(4) the effect of the use upon the potential market for or value of the copyrighted work. 
 
The fact that a work is unpublished shall not itself bar a finding of fair use if such finding is made 
upon consideration of all the above factors 
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APPENDIX VII 
 
17 U.S.C. § 512 
 
(c)  Information Residing on Systems or Networks At Direction of Users.— 
 
(1) In general.Ñ  A service provider shall not be liable for monetary relief, or, except as provided in 
subsection (j), for injunctive or other equitable relief, for infringement of copyright by reason of the 
storage at the direction of a user of material that resides on a system or network controlled or 
operated by or for the service provider, if the service providerÑ  
(A) 
(i) does not have actual knowledge that the material or an activity using the material on the system 
or network is infringing; 
 
(ii) in the absence of such actual knowledge, is not aware of facts or circumstances from which 
infringing activity is apparent; or 
 
(iii) upon obtaining such knowledge or awareness, acts expeditiously to remove, or disable access 
to, the material; 
 
(B) does not receive a financial benefit directly attributable to the infringing activity, in a case in 
which the service provider has the right and ability to control such activity; and 
 
(C) upon notification of claimed infringement as described in paragraph (3), responds expeditiously 
to remove, or disable access to, the material that is claimed to be infringing or to be the subject of 
infringing activity. 
 
(i)  Conditions for Eligibility.— 
(1) Accommodation of technology.Ñ  The limitations on liability established by this section shall 
apply to a service provider only if the service providerÑ  
(A) has adopted and reasonably implemented, and informs subscribers and account holders of the 
service providerÕs system or network of, a policy that provides for the termination in appropriate 
circumstances of subscribers and account holders of the service providerÕs system or network who 
are repeat infringers; and 
(B) accommodates and does not interfere with standard technical measures. 
 
(k)  Definitions.— 
(1) Service provider.— 
 (A) As used in subsection (a), the term Òservice providerÓ means an entity offering the 
transmission, routing, or providing of connections for digital online communications, between or 
among points specified by a user, of material of the userÕs choosing, without modification to the 
content of the material as sent or received. 
(B) As used in this section, other than subsection (a), the term Òservice providerÓ means a provider 
of online services or network access, or the operator of facilities therefor, and includes an entity 
described in subparagraph (A). 
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APPENDIX VIII8 
 

ELSMERE MUSIC, INC., Plaintiff, against NATIONAL 
BROADCASTING COMPANY, INC., Defendant. 

 
No. 79 Civ. 0620(GLG) 

 
UNITED STATES DISTRICT COURT FOR THE SOUTHERN 

DISTRICT OF NEW YORK 
 

482 F. Supp. 741; 1980 U.S. Dist. LEXIS 9775; 206 U.S.P.Q. (BNA) 913; 
5 Media L. Rep. 2455 

 
January 9, 1980 

OPINION 
 [*743]  OPINION 

In the dark days of 1977, when the City of New York teetered on the brink of bankruptcy and its 
name had become synonymous with sin, there came forth upon the land a message of hope.  On the 
television screens of America there appeared the image of a top-hatted Broadway showgirl, backed 
by an advancing phalanx of dancers, chanting: 

"I-I-I-I-I-I Love New Yo-o-o-o-o-o-rk!" 

Repeated again and again (to musical accompaniment), with increasing intensity throughout the 
commercial, this slogan was to become the theme for an extensive series of advertisements that 
were to bring the nation assurances from the stars of Broadway, ranging from Dracula to the 
Cowardly Lion, that all was well, and that they too Loved New York. 

As an ad campaign for an ailing city, it was an unparalleled success. 1 Crucial to the campaign 
was the brief but exhilarating musical theme written by Steve Karmen who had previously authored 
[**2]   a number of highly successful commercial jingles, including "You Can Take Salem Out of 
the Country" and "Weekends Were Made for Michelob." While the "I Love New York" song was 
written for the New York State Department of Commerce, its initial use and identity focused on 
New York City. 2 
 

1.    It was the product of the Wells, Rich, Greene, Inc. agency. 
 

2.    So Broadway-oriented were the ads that the promotion for the theaters "Tony" awards 
used the musical selection as a means of "stimulating the New York flavor so accurately 
reflected" on the Broadway stage. 

The success of this campaign did not go unnoticed in the entertainment world.  On May 20, 
1978, the popular weekly variety program "Saturday Night Live" ("SNL") performed a comedy 
sketch over defendant National Broadcasting Company's network. 3 In this sketch the cast of SNL, 
portraying the mayor and the members of the Chamber of Commerce of the biblical city of Sodom, 
are seen discussing Sodom's poor public image with out of towners, and the effect this [**3]   was 
having on the tourist trade.  In an attempt to recast the City's image in a more positive light, a new 

                                                
 8 This case has been edited for brevity and content; please use this version for the problem. 
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advertising campaign emphasizing the less sensational aspects of Sodom nightlife is unveiled.  As 
the highlight of this campaign the song "I Love Sodom" is sung A cappella by a chorus line of three 
SNL regulars to the tune of "I Love New York," with the words "I Love Sodom" repeated three 
times. 4 
 

3.    The program was rebroadcast by video tape, on August 12, 1978.  The Court has viewed 
the video tape. 

 
4.    The phrase was repeated a fourth time during the fade-out of the sketch. 

The plaintiff, Elsmere Music, Inc., the copyright proprietor of "I Love New York,"  [*744]  did 
not see the humor of the sketch. It sued for copyright infringement. 5 
 

5.    In its complaint the plaintiff alleged unfair competition and defamation in addition to its 
claim of copyright infringement. It apparently, however, has chosen not to pursue these 
grounds in opposing the defendant's motion for summary judgment. Accordingly, this Court 
need not reach these issues in deciding the instant motions. 

 [**4]   The parties have now, pursuant to Fed.R.Civ.P. 56(b), cross moved for summary 
judgment. As no dispute exists as to the facts giving rise to this action, but only as to the legal 
consequences, the Court believes this case to be appropriate for summary disposition.  See SEC v. 
Research Automation Corp., 585 F.2d 31 (2d Cir. 1978). 

The defendant admits that its sketch and song were intended to resemble the original "I Love 
New York" advertising campaign and jingle. It claims, however, that the use made of the plaintiff's 
melody was no more than was necessary to create an effective parody, and that as such was, at 
worst, a De minimis infringement. Alternatively, the defendant asserts that, even if the infringement 
was more than De minimis, it still did not constitute an actionable copyright violation since such use 
was permitted as a fair use under section 101 of the 1976 Copyright Act, 17 U.S.C. ß 107. 

The plaintiff contests these assertions.  It contends that the use made was not De minimis, and in 
fact was far more extensive than was necessary to conjure up the original.  In addition, it claims that 
the singing of "I Love Sodom" did not constitute a fair use since it was part [**5]   of a sketch that 
parodied New York City and the problems it was having, rather than one parodying New York 
State, its advertising campaign, or the song "I Love New York" itself. 

In its entirety, the original song "I Love New York" is composed of a 45 word lyric and 100 
measures.  Of this only four notes, D C D E (in that sequence), and the words "I Love" were taken 
and used in the SNL sketch (although they were repeated 3 or 4 times).  As a result, the defendant 
now argues that the use it made was insufficient to constitute copyright infringement. 

This Court does not agree.  Although it is clear that, on its face, the taking involved in this 
action is relatively slight, on closer examination it becomes apparent that this portion of the piece, 
the musical phrase that the lyrics "I Love New York" accompany, is the heart of the composition. 6 
Use of such a significant (albeit less than extensive) portion of the composition is far more than 
merely a De minimis taking. 7 See Sheldon v. Metro-Goldwyn Pictures Corp., 81 F.2d 49 (2d Cir.), 
Cert. denied, 298 U.S. 669, 56 S. Ct. 835, 80 L. Ed. 1392 (1936); Life Music, Inc. v. Wonderland 
Music Co., 241 F. Supp. 653 (S.D.N.Y.1965). The tune [**6]   of "I Love Sodom" is easily 
recognizable as "having been appropriated from the copyrighted work," Ideal Toy Corp. v. Fab-Lu 
Ltd., 360 F.2d 1021, 1022 (2d Cir. 1966); Fleischer Studios, Inc. v. Ralph A. Freundlich Inc., 73 
F.2d 276, 278 (2d Cir. 1934), and is a taking of a substantial nature.  See H. C. Wainwright & Co. v. 
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Wall Street Transcript Corp., 418 F. Supp. 620 (S.D.N.Y.1976). Accordingly, such taking is capable 
of rising to the level of a copyright infringement. 
 

6.    It is this musical phrase, for example, that is constantly repeated during the course of 
most of the "I Love New York" campaign's television commercials and serves as the musical 
theme for such commercials. 

 
7.    In this regard the instant situation is far different than those presented in the cases cited 
by the defendant, where only minimal uses were involved.  See, e.g., Hoehling v. Universal 
City Studios, Inc., No. 76 Civ. 4269 (S.D.N.Y. Aug. 1, 1979) (three relatively minor 
similarities between the plaintiff's book and the defendant's movie found to be a De minimis 
similarity); Mura v. Columbia Broadcasting System, Inc., 245 F. Supp. 587 (S.D.N.Y.1965) 
(brief reproduction of the plaintiff's hand puppets on the defendant's "Captain Kangaroo" 
television program found insufficient to constitute infringement); See also Rokeach v. Avco 
Embassy Pictures Corp., 197 U.S.P.Q. 155 (S.D.N.Y.1978). 

 [**7]   Having so determined, the Court must next address the question of whether the 
defendant's copying of the plaintiff's jingle constituted a fair use which would exempt it from 
liability under the Copyright  [*745]  Act. Fair use has been defined as "a privilege in others than 
the owner of the copyright to use the copyrighted material in a reasonable manner without his 
consent, notwithstanding the monopoly granted to the owner of the copyright." H. Ball, The Law of 
Copyright and Literary Property 260 (1944).  See Meeropol v. Nizer, 560 F.2d 1061, 1068 (2d Cir. 
1977), Cert. denied, 434 U.S. 1013, 98 S. Ct. 727, 54 L. Ed. 2d 756 (1978); Rosemont Enterprises, 
Inc. v. Random House, Inc., 366 F.2d 303, 306 (2d Cir. 1966), Cert. denied, 385 U.S. 1009, 87 S. 
Ct. 714, 17 L. Ed. 2d 546 (1967). The determination of whether a use constitutes a fair use or is a 
copyright infringement requires an examination of the facts in each case.  Meeropol v. Nizer, supra, 
560 F.2d at 1068. To assist in making this determination, section 101 of the 1976 Copyright Act, 17 
U.S.C. ß 107, sets forth several criteria to be considered: "(1) the purpose and character of the use . . 
. ; (2) the nature of the copyrighted [**8]   work; (3) the amount and substantiality of the portion 
used in relation to the copyrighted work as a whole; and (4) the effect of the use upon the potential 
market for or value of the copyrighted work." 8 
 

8.    These criteria, and the statutory fair use exception in general, were intended by Congress 
to codify, and not supplant, the common law doctrine of fair use. See H.R.Rep. No. 1476, 
94th Cong., 2d Sess. 66, Reprinted in (1976) U.S.Code Cong. & Admin.News, pp. 5659, 
5680. 

The defendant asserts that the purpose and nature of its copying of "I Love New York" was 
parody, and that its copying was thus a fair use of the song. It has been held that an author is entitled 
to more extensive use of another's copyrighted work in creating a parody than in creating other 
fictional or dramatic works, Columbia Pictures Corp. v. National Broadcasting Co., 137 F. Supp. 
348, 354 (S.D.Cal.1955), since "short of . . .  (a) complete identity of content, the disparity of 
functions between a serious work, and a satire based upon [**9]   it, may justify the defense of fair 
use even where substantial similarity exists." 3 M. Nimmer, Nimmer on Copyright ß 13.05(C), at 
13-60-61 (1979). 

In the leading case of Berlin v. E. C. Publications, Inc., 329 F.2d 541 (2d Cir. 1964), the court 
was faced with deciding whether certain parody lyrics printed in Mad Magazine, intended to 
comment humorously upon the "idiotic" world of that time, and designed to be sung to the tunes of 
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various popular songs, infringed upon the copyrights of those songs. 9 Noting that "as a general 
proposition, . . .  parody and satire Are deserving of substantial freedom," the court held that, as the 
defendants had taken no more of the original songs than was necessary to "recall or "conjure up' the 
object of his satire," and as the parody had "neither the intent nor the effect of fulfilling the demand 
for the original," no infringement had taken place.  Id. at 545. See Columbia Pictures Corp. v. 
National Broadcasting Co., supra. See generally Light, Parody, Burlesque, and the Economic 
Rationale for Copyright, 11 Conn.L.Rev. 615 (1979). 
 

9.    Among the songs that were the subjects of this parody were, "The Last Time I Saw 
Paris," which was reproduced as "The First Time I Saw (Roger) Maris," and "A Pretty Girl is 
Like a Melody," which was transformed into "Louella Schwartz Describes Her Malady." 

 [**10]   The song "I Love Sodom," as well as the sketch of which it was a part, was clearly an 
attempt by the writers and cast of SNL to satirize the way in which New York City has attempted to 
improve its somewhat tarnished image through the use of a slick advertising campaign. As such, the 
defendant's copying of the song "I Love New York" seems to come within the definition of parody. 
The plaintiff, however, relying upon MCA, Inc. v. Wilson, 425 F. Supp. 443 (S.D.N.Y.1976), and 
Walt Disney Productions v. Mature Pictures Corp., 389 F. Supp. 1397 (S.D.N.Y.1975), contends 
that, while the sketch may have parodied New York City and its problems, it had nothing to do 
with, and did not parody, either New York State and its "I Love New York" advertising campaign 
or the song "I Love New York" itself.  As a result, the plaintiff asserts that the copying of its song 
constituted an infringement upon it and not a fair use. 

[É]  

The song "I Love Sodom" in the sketch was intended to symbolize a catchy, upbeat tune that 
would divert a potential tourist's attention from the town's reputation for gambling, gluttony, idol 
worshipping [É]  The song was as much a parody of the song "I Love New York," a catchy, upbeat 
tune intended to alter a potential tourist's perceptions of New York as it was of the overall "I Love 
New York" advertising campaign. 

In addition, even if it were found that "I Love Sodom" did not parody the plaintiff's song itself, 
that finding would not preclude a finding of fair use. Under the holding of Berlin v. E. C. 
Publications, Inc., supra, and the criteria set down in section 101 of the 1976 Copyright Act, 17 
U.S.C. ß 107, the issue to be resolved by a court is whether the use in question is a valid satire or 
parody, 10 and not whether it is a parody of the copied song itself. 11 To the extent that either MCA or 
Walt Disney can be read to require that there be an identity between the song copied and the subject 
of the parody, this Court disagrees. 
 

10.    See Kadden, Copyright Law, 1978 Ann.Survey Am.L. 593, 620-21. 
 

11.    Thus, in Berlin v. E. C. Publications, Inc., supra, the song "The First Time I Saw 
Maris," for example, was found to be part of a valid parody even though substantively it had 
nothing to do with "The Last Time I Saw Paris," from which its melody was copied. 

 [**13]   Similarly, the Court does not accept the plaintiff's contention that, because "I Love 
Sodom" and the sketch of which it was a part related to the city and not the state of New York, they 
did not constitute a valid parody of the "I Love New York" advertising campaign. Although "I Love 
New York" may originally have been commissioned by the state, and may continue to be utilized as 
the theme for the state advertising campaign, the manner in which the song has been used has also 
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served to create a strong identification between the song and the City of New York. 12 The extensive 
use of the "I Love New York" jingle and theme in connection with many advertisements (in both 
the print and electronic media) relating exclusively to New York City, has made the song as much 
the anthem of the city as of the state. 13 As a result, the Court believes that this campaign and song, 
which have been used, at least in substantial part, to sell the city, are an appropriate target of parody 
with regard to the City of New York.  See Rosemont Enterprises, Inc.  [*747]  v. Random House, 
Inc., 366 F.2d 303, 309 (2d Cir. 1966); Time Inc. v. Bernard Geis Associates, 293 F. Supp. 130 
(S.D.N.Y.1968). 
 

12.    To a certain extent, this result may be the inevitable consequence of the city and state 
having the same name. 

 [**14]   
13.    This identification with the city has been furthered by promotions such as the "I Love 
New York Show Tours," which relate solely to New York City.  Advertisements for these 
tours have saturated the television airwaves and continue to do so (with a new series of 
commercials having only recently been released). 

Having found that the SNL sketch and song validly parodied the plaintiff's jingle and the "I 
Love New York" advertising campaign in general, the Court next turns to the important question of 
whether such use has tended to interfere with the marketability of the copyrighted work.  See 
Meeropol v. Nizer, supra, 560 F.2d at 1070; Mura v. Columbia Broadcasting System, Inc., 245 F. 
Supp. 587, 590 (S.D.N.Y.1965). In this regard, it is clear to the Court that the defendant's playing of 
the song "I Love Sodom" has not so interfered.  The song has not affected the value of the 
copyrighted work.  Neither has it had nor could it have the "effect of fulfilling the demand for the 
original." Berlin v. E. C. Publications, Inc., supra, 329 F.2d at 545. Just as imitation may be the 
sincerest form of [**15]  flattery, parody is an acknowledgment of the importance of the thing 
parodied. In short, the defendant's version of the jingle has not in the least competed with or 
detracted from plaintiff's work. 

We turn finally to the extent of the use.  The plaintiff argues that, as a result of the multiple 
repetition of the phrase "I Love Sodom" at the end of the SNL sketch, the defendant has 
appropriated more of the plaintiff's work than was necessary to "conjure up" the original.  The Court 
does not agree.  In the "I Love New York" television advertisements, and particularly in the "show 
tour" commercials, which relate specifically to the city, the phrase "I Love New York" is repeated 
to musical accompaniment continuously throughout.  Thus, while a single recital of "I Love Sodom" 
might have alerted a viewer of the sketch as to the target of the parody, the repetition of the phrase 
served not only to insure that its viewers were so alerted, but also to parody the form of these 
frequently broadcast advertisements themselves.  As a result, the repetition furthered the overall 
satirical effect.  In addition, the Court believes that the repetition of the phrase, sung A capella and 
lasting for [**16]   only eighteen seconds, cannot be said to be clearly more than was necessary to 
"conjure up" the original.  Nor was it so substantial a taking as to preclude this use from being a fair 
one. 

Basing its decision on undisputed facts presented by the parties, as well as on a videotaped 
viewing of the television sketch containing the alleged infringement, the Court finds that the 
defendant's use of the plaintiff's jingle in the SNL sketch was a fair use, and that as a result no 
copyright violation occurred.  Accordingly, the plaintiff's motion for summary judgment is denied, 
and the defendant's motion for summary judgment is granted.  This action is hereby dismissed. 
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APPENDIX IX 
Congressional Comments concerning the DMCA 

Referenced in the Court Opinion 
 

 
 
S. Rep. No. 105-190, at 1 (1998). 
 
    “The Digital Millennium Copyright Act of 1998'' is designed to facilitate the robust development 
and world-wide expansion of electronic commerce, communications, research, development, and 
education in the digital age. Title I will implement the new World Intellectual Property 
Organization (WIPO) Copyright Treaty and the WIPO Performances and Phonograms Treaty, 
thereby bringing U.S. copyright law squarely into the digital age and setting a marker for other 
nations who must also implement these treaties. Title II will provide certainty for copyright owners 
and Internet service providers with respect to copyright infringement liability online. Title III will 
provide a clarifying exemption in the Copyright Act to ensure that the lawful owner or lessee of a 
computer machine May authorize an independent service technician to activate the computer in 
order to service its hardware components. Finally, Title IV will begin to update our nation's 
copyright laws with respect to library, archive, and educational uses of copyrighted works in the 
digital age. 
 
Sen. Rep. No. 105-190, at 44-45 (1998). 
 
New subsection (c)(1)(A)(iii) provides that once a service provider obtains actual knowledge or 
awareness of facts or circumstances from which infringing material or activity on the service 
provider's system or network is apparent, the service provider does not lose the limitation of liability 
set forth in subsection (c) if it acts expeditiously to remove or disable access to the infringing 
material.  Because the factual circumstances and technical parameters may vary from case to case, it 
is not possible to identify a uniform time limit for expeditious action. 
 
 
 
 


